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DETAILED ACTION 

Claim Objections 

Claim 12 is once again objected because of the following informalities: "...the 
conductive pattern of at least one of the of a substrates" should be changed to "...the 
conductive pattern of at least one of the substrates." 

Claim 22 includes the following informalities: The status identifier of claim 12 
should be new and not original. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 3-12, and 14-22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Billings et al. (US Patent 5,087,043) in view of Pierce (US Patent 

5,356,296). 

In regards to claims 1 and 12, Billings teaches of a puzzle comprising a base 
having a receiving area, a plurality of puzzle pieces, the puzzle pieces being sized for 
placement on the receiving area and cooperating to form an assembled image, and a 
sound generator mounted to the base and arranged for connection to a power source 
(2: 25-47). Billings further teaches of the puzzle containing multiple substrates including 
a first substrate and a second substrate arranged for placement beneath the receiving 
area. The first substrate includes a conductive pattern operatively coupled to the sound 



Application/Control Number: 10/648,453 Page 3 

Art Unit: 3714 

generator and the second substrate comprises a conductive sheet, where a portion of 
the conductive pattern is disposed beneath a selected portion of the image (column 5, 
and figure 2). The first substrate is comprised of paper chipboard and the second 
substrate with a conductive sheet is also attached on a paper backboard (5: 20-42). 
The conductive sheet and the conductive pattern are displaceable to permit contact 
between the conductive pattern and the conductive sheet upon pressing the selected 
portion of the image such that the first and second substrates cooperate to form an 
electrical circuit (5: 43-48). 

Billings does not teach of using conductive ink and conductive dots to permit the 
contact between the dot and the conductive pattern. It would be notoriously obvious 
and well known to one skilled in the art to use conductive ink and conductive dots 
instead of a conductive sheet as is currently used by Billings. One skilled in the art 
would be inclined to replace the conductive sheet of Billings with simple conductive dots 
under the respective puzzle pieces to save on material costs. As an example of this 
concept, which is well known in the art, Pierce teaches of an audio storybook which has 
substrates that are made of paper (2: 10-46) and uses conductive ink (2: 49-51) below 
each graphic to complete an electronic circuit using conductive dots with this conductive 
ink (figure 6). While Pierce does not explicitly teach that each respective substrate of 
the invention is made of paper, it is suggested by Pierce that paper is a typical use of 
the substrate (2: 10-46) and it can be seen from Figures 12-18 that each layer and 
substrate could be made of paper as suggested by Pierce and well known to one skilled 
in the art that such books are typically made of thick cardboard or the like. It is also 
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seen by figure 6 that Pierce uses conductive dots with the conductive ink to complete 
the electrical circuit. 

In regards to claim 4 Billings-teaches of a substrate that is made of paper (5: 38- 

42). 

In regards to claims 3 and 14, Billings teaches of a third substrate having an 
aperture disposed adjacent to the first and second substrates (5: 34-37). The third 
substrate has an aperture disposed for alignment with the conductive dot. 

In regards to claims 5, 15, and 22, while Billings does not explicitly teach of the 
third substrate being comprised of the same single paperboard as the first and second 
substrate, it would be obvious for one skilled in the art to make the substrates out of the 
same material so as to save on material and production costs. This would also make 
production of the storybook easy to manufacture since the printing process would only 
have to be applied to a single sheet. This is undisputed by Applicant. 

In regards to claim 6, while Billings does not explicitly teach of paperboard that is 
die cut, Billings does teach of cutout pieces such as puzzle pieces and electronic board 
pieces. It is obvious to one skilled in the art that a cutout piece would be cut in the 
manufacturing process. This argument is undisputed by Applicant. 

In regards to claim 7 and 16, Billings does not teach of separating the substrates 
with fold lines. However, it is obvious to one skilled in the art that separating different 
components of an electrical system with fold lines is a common technique to permit 
portability and ease of maintenance of the different electrical components. Thus, it 
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would be obvious for one skilled in the art to incorporate separating the different 
substrates of Billings with fold lines. This argument is undisputed by applicant. 

In regards to claim 8 and 17, while Billings does not explicitly teach of applying 
the conductive ink of the substrates in one printing operation, it is obvious for one skilled 
in the art to only use one printing operation to perform a printing action. This reduces 
costs since multiple printing operations cost more production cost and occupy more 
time to produce the product. Thus, it would be obvious for one skilled in the art to use 
only one printing operation to print the conductive ink on the substrates. 

In regards to claims 9 and 18, Billings teaches of a conductive pattern that 
includes a first portion and a second portion, where the portions are aligned to the 
different portions of the puzzle, and wherein the conductive patterns are arranged to 
connect the first portion and the second portion upon pressing the selected portion of 
the image (column 5). 

In regards to claim 10 and 19, Billings teaches of a puzzle where the first 
substrate includes a plurality of conductive patterns, the second substrate includes a 
conductive sheet, and the assembled image includes a plurality of selected portions, 
wherein the sound generator is arranged to generate a distinct sound in response to 
pressing each of the plurality of selected portions (5: 43-65). 

Billings does not teach of using conductive ink and conductive dots to permit the 
contact between the dot and the conductive pattern. It would be notoriously obvious 
and well known to one skilled in the art to use conductive ink and conductive dots 
instead of a conductive sheet as is currently used by Billings. One skilled in the art 
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would be inclined to replace the conductive sheet of Billings with simple conductive dots 
under the respective puzzle pieces to save on material costs. As an example of this 
concept, which is well known in the art, Pierce teaches of an audio storybook which has 
substrates that are made of paper (2: 10-46) and uses conductive ink (2: 49-51) below 
each graphic to complete an electronic circuit using conductive dots with this conductive 
ink (figure 6). It would be obvious to one skilled in the art to incorporate conductive dots 
with conductive ink to save on material costs for the puzzle. 

In regards to claim 1 1 , Billings teaches of including a plurality of tabs in the 
substrates so as to effectively retain the substrates in the base (6: 9-36). 

In regards to claims 20 and 21 , Billings teaches of a puzzle comprising a base 
having a receiving area, a plurality of puzzle pieces, the puzzle pieces sized for 
placement on the receiving area and adapted to form an assembled image having a 
plurality of selected areas, and a sound generator mounted to the base and arranged 
for connection to a power source, and an electrical circuit disposed beneath the 
receiving area and formed by a first substrate and a second substrate, the first substrate 
having a plurality of conductive ink patterns and the second substrate having conductive 
sheet, where the patterns of the first substrate and the sheet of the second substrate 
align to operate the sound generator (2: 25-48). Billings also teaches of a third 
substrate positioned to maintain the dots and the patterns in spaced relation until the 
selected area is depressed (5: 34-37). 

Billings does not teach of using conductive ink and conductive dots to permit the 
contact between the dot and the conductive pattern. It would be notoriously obvious 
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and well known to one skilled in the art to use conductive ink and conductive dots 
instead of a conductive sheet as is currently used by Billings. One skilled in the art 
would be inclined to replace the conductive sheet of Billings with simple conductive dots 
under the respective puzzle pieces to save on material costs. As an example of this 
concept, which is well known in the art, Pierce teaches of an audio storybook which has 
substrates that are made of paper (2: 10-46) and uses conductive ink (2: 49-51) below . 
each graphic to complete an electronic circuit using conductive dots with this conductive 
ink (figure 6). It would be obvious to one skilled in the art to incorporate conductive dots 
with conductive ink to save on material costs for the puzzle. 

Response to Arguments 
Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex Epshteyn whose telephone number is 571-272- 
5561 . The examiner can normally be reached on M-F 8 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bob Olszewski can be reached on 571-272-6788. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




